
To: SR Systems, LLC (docketingtm@hdp.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85930193 - ANTI-TORSION -
16318-200017

Sent: 11/6/2015 9:10:21 PM

Sent As: ECOM115@USPTO.GOV

Attachments: Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11
Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17
Attachment - 18
Attachment - 19
Attachment - 20
Attachment - 21
Attachment - 22
Attachment - 23
Attachment - 24
Attachment - 25
Attachment - 26
Attachment - 27
Attachment - 28
Attachment - 29
Attachment - 30
Attachment - 31
Attachment - 32
Attachment - 33
Attachment - 34

mailto:docketingtm@hdp.com
../OOA0002.jpg
../OOA0003.jpg
../OOA0004.jpg
../OOA0005.jpg
../OOA0006.jpg
../OOA0007.jpg
../OOA0008.jpg
../OOA0009.jpg
../OOA0010.jpg
../OOA0011.jpg
../OOA0012.jpg
../OOA0013.jpg
../OOA0014.jpg
../OOA0015.jpg
../OOA0016.jpg
../OOA0017.jpg
../OOA0018.jpg
../OOA0019.jpg
../OOA0020.jpg
../OOA0021.jpg
../OOA0022.jpg
../OOA0023.jpg
../OOA0024.jpg
../OOA0025.jpg
../OOA0026.jpg
../OOA0027.jpg
../OOA0028.jpg
../OOA0029.jpg
../OOA0030.jpg
../OOA0031.jpg
../OOA0032.jpg
../OOA0033.jpg
../OOA0034.jpg
../OOA0035.jpg


Attachment - 35
Attachment - 36
Attachment - 37
Attachment - 38
Attachment - 39
Attachment - 40
Attachment - 41

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  85930193
 
MARK: ANTI-TORSION
 

 
        

*85930193*
CORRESPONDENT ADDRESS:
       GEOFFREY D AURINI
       HARNESS DICKEY & PIERCE PLC
       5445 CORPORATE DR  STE 200
       TROY, MI 48098-2683
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 
APPLICANT: SR Systems, LLC
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       16318-200017
CORRESPONDENT E-MAIL ADDRESS: 
       docketingtm@hdp.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 11/6/2015
 
 
THIS IS A FINAL ACTION.
 
 
This Office action is in response to applicant’s communication filed on October 13, 2015.
 
The applicant argued against the Section 23(c) generic refusal.  For the reasons set forth below, the refusal
is now made FINAL under Trademark Act Section 23 because the proposed mark is generic and therefore
unregistrable on the Supplemental Register.  See 15 U.S.C. §1091; 37 C.F.R. §2.63(b).
 

../OOA0036.jpg
../OOA0037.jpg
../OOA0038.jpg
../OOA0039.jpg
../OOA0040.jpg
../OOA0041.jpg
../OOA0042.jpg
http://www.uspto.gov/trademarks/teas/response_forms.jsp
http://tsdr.uspto.gov/#caseNumber=85930193&caseType=SERIAL_NO&searchType=documentSearch


Refusal Under Section 23(c) – Mark is a Generic Name for the Main Characteristic or Feature of
the Goods
 
Registration is refused on the Supplemental Register because the applied-for mark is generic and thus
incapable of distinguishing applicant’s goods.  Trademark Act Section 23(c), 15 U.S.C. §1091(c); see
TMEP §§1209.01(c) et seq.
 
The applicant has applied to register ANTI-TORSION (Standard Characters) for “Metal building
materials and hardware, namely, studs, beams, brackets, anchor bolts, threaded fasteners, bolts, nuts, nails,
screws; metal wall panels.”
 
As explained in April 10, 2015 Office action, determining whether a mark is generic requires a two-step
inquiry:
 
(1)       What is the genus of goods at issue?
 

(2)       Does the relevant public understand the designation primarily to refer to that genus
of goods?

 
H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs , Inc., 782 F.2d at 989-90, 228 USPQ at 530; In re
Meridian Rack & Pinion, 114 USPQ2d 1462, 1463 (TTAB 2015) (citing In re 1800Mattress.com IP, LLC,
586 F.3d 1359, 1363, 92 USPQ2d 1682, 1684 (Fed. Cir. 2009)); TMEP §1209.01(c)(i). 
 
The name of an ingredient, a key aspect, a central focus or feature, or a main characteristic of goods may
be generic for those goods.  See In re Cent. Sprinkler Co., 49 USPQ2d 1194, 1199 (TTAB 1998) (holding
ATTIC generic for automatic sprinklers for fire protection used primarily in attics); TMEP §§1209.01(c)
et seq.; see also In re Northland Aluminum Prods. Inc., 777 F.2d 1556, 1559-60, 227 USPQ 961, 963-64
(Fed. Cir. 1985) (holding BUNDT generic for cake mix); In re Ricci-Italian Silversmiths, Inc., 16
USPQ2d 1727, 1729-30 (TTAB 1990) (holding ART DECO generic for flatware); In re Hask Toiletries,
Inc., 223 USPQ 1254, 1255 (TTAB 1984) (holding HENNA ‘N’ PLACENTA generic for hair
conditioner).  Thus, a term does not need to be the name of a specific product to be found generic.  In this
case, the genus of goods at issue is components of anti-torsion building systems.
 
Regarding the second part of the inquiry, the relevant public is the purchasing or consuming public for the
identified goods.  Frito-Lay N. Am., Inc. v. Princeton Vanguard, LLC, 109 USPQ2d 1949, 1952 (TTAB
2014) (citing Magic Wand Inc. v. RDB Inc., 940 F.2d at 640, 19 USPQ2d at 1553).  In this case, the
relevant public comprises ordinary consumers who purchase applicant’s goods, because there are no
restrictions or limitations to the channels of trade or classes of consumers.
 
Evidence of the public’s understanding of a term can be obtained from any competent source, including
dictionary definitions, research databases, newspapers, and other publications.  See In re Northland
Aluminum Prods. Inc., supra; In re Analog Devices Inc., 6 USPQ2d 1808 (TTAB 1988), aff’d, 871 F.2d
1097, 10 USPQ2d 1879 (Fed. Cir. 1989).  Applicant’s website and the websites of others are also proper
sources of evidence as to the meaning of the proposed mark and the manner in which it is used in relation
to the goods.  In re Reed Elsevier Props. Inc., 482 F.3d 1376, 82 USPQ2d 1378 (Fed. Cir. 2007).
 
The dictionary definitions of “anti” and “torsion,” the excerpts from the applicant’s website, and the
copies of the applicant’s patent applications, all of which were attached to prior Office actions, show that
the term “anti-torsion” is generic in the context of the applicant’s goods because the primary feature or
characteristic of applicant’s metal building materials is to counteract or neutralize the effects of torsion in



buildings caused by high winds such as those found with hurricanes and tornadoes.  Further, the
applicant’s patent applications and website all use the term “anti-torsion” in a generic manner.
 
With respect to its use of the term “anti-torsion” in a generic manner, the applicant argues, “Applicant
asserts it should not be held to forfeit its rights by virtue of limited misuses in a patent application and in
marketing materials. It is in the process of considering and correcting its marketing imperfections. Misuse
alone is simply insufficient to fully eradicate Applicant’s rights.”  
 
While the applicant characterizes its generic use of the term “anti-torsion” as “limited,” the evidence of
record shows that it is frequent and consistent.  All three of the applicant’s patent applications that are of
record use the term “anti-torsion” in a generic manner throughout the applications, including in the patent
titles.  The title of U.S. Patent Application 13/613,213 is “Structure Anti-Torsion System and Device,
and Method of Use Providing Compression and Tension Support”; the title of U.S. Patent Application
13/613,365 is “Roof Member Anti-Torsion Bracket Device and Method of Use”; and the title of U.S.
Patent Application 13/850,984 is “ Anti-Torsion Construction System Providing Structural Integrity and
Seismic Resistance” [emphasis added].  
 
With respect to the effect its generic use of the term “anti-torsion” in its own patent applications could
have on a determination of whether the term is generic, the applicant is referred to the Trademark Trial
and Appeal Board’s non-precedential decision in In re Intercontinental Chemical Corp., U.S. Application

Serial No. 75/168,541 (TTAB 2000).[1]  The decision can be found at the following link:  http://e-
foia.uspto.gov/Foia/RetrievePdf?system=TTABIS&flNm=75168541-08-07-2000.  In that case, the
Trademark Trial and Appeal Board found:
 

[T]hat the term “oscillator” is generic for the type of print screen cleaning machines
produced by applicant.  The most telling pieces of evidence are applicant’s patents
wherein applicant itself identifies the product as “oscillator screen cleaning
apparatus.”   This evidence, coupled with the specific meaning of the term “oscillator”
when applied to applicant’s goods, convinces us that the term is unregistrable.

 
Id., at p.6 [emphasis added].
 
With respect to the dictionary evidence of record, which consists of definitions for the prefix “anti” and
the word “torsion” but no dictionary definition for “anti-torsion,” the applicant writes, “Not surprisingly,
mainstream reference works such as Merriam-Webster Online do not have an entry for ‘anti-torsion’.”  
The fact that a word or term is not found in the dictionary is not controlling on the question of
registrability when the word or term has a well understood and recognized meaning.  In re Orleans Wines,
Ltd., 196 USPQ 516, 517 (TTAB 1977); TMEP §1209.03(b); see In re Gould Paper Corp., 834 F.2d 1017,
1018, 5 USPQ2d 1110, 1111-12 (Fed. Cir. 1987); In re Planalytics, Inc., 70 USPQ2d 1453, 1456 (TTAB
2004); In re Tower Tech Inc., 64 USPQ2d 1314 (TTAB 2002).
 
Further, it is not at all unusual that mainstream dictionaries do not have a definition of the term “anti-
torsion.”   When a common prefix like “anti” appears in a term, dictionaries typically contain a definition
for the prefix and a separate definition for the base word to which the prefix is added.  The possible
combinations of “anti” formative words make it nearly impossible for dictionaries to define all of those
combinations, the presumption being that people are smart enough to figure out the meaning of a word
like “anti-torsion” from the two definitions.  
 
The third-party website excerpts attached to this Office action and to the July 14, 2014 Office action show
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that the term “anti-torsion” has a well understood and recognized meaning and is used generically in a
wide variety of industries, including the construction industry, to describe products whose primary feature
or characteristic is to counteract or neutralize the effects of torsion.
 
The applicant’s novel argument that “the Examiner’s new refusal to register ‘ANTI-TORSION’ on the
Supplemental Register on Generic grounds amounts to an impermissible collateral attack” on applicant’s
prior registration, U.S. Registration No. 4736846, is without merit.  The undersigned examining attorney
also was the examining attorney for U.S. Registration No. 4736846, so she has first-hand knowledge of
the prosecution of that registration.  U.S. Registration No. 4736846 is THE WORLD'S FIRST UNITIZED
ANTI-TORSION SYSTEM (Standard Characters) for “Metal building materials and hardware, namely,
studs, beams, brackets, anchor bolts, threaded fasteners, bolts, nuts, nails, screws; metal wall panels” and
is registered on the Supplemental Register.  THE WORLD'S FIRST UNITIZED ANTI-TORSION
SYSTEM was initially refused registration under Trademark Act Section 2(e)(1) because the mark as a
whole was laudatorily descriptive of the goods.  In particular, the mark consists of the laudatory wording
“THE WORLD’S FIRST” and the descriptive wording “UNITIZED ANTI-TORSION SYSTEM.”   The
wording “UNITIZED ANTI-TORSION SYSTEM” is unitary, and there was never any indication during
the prosecution of that registration that the wording is generic.  Thus, a disclaimer of the term
“UNITIZED ANTI-TORSION SYSTEM” or any of the individual words like “ANTI-TORSION” or
“ANTI-TORSION SYSTEM” would have been improper.  
 
For the foregoing reasons, the refusal to register the mark on the Supplemental Register under Trademark
Act Section 23(c) is maintained and made FINAL.
 
Options After a Final Refusal
 
Applicant must respond within six months of the date of issuance of this final Office action or the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond by
providing one or both of the following:
 

(1)       A response that fully satisfies all outstanding requirements and/or resolves all
outstanding refusals.

 
(2)       An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100
per class.

 
37 C.F.R. §2.63(b)(1)-(2); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
 
In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37
C.F.R. §2.63(b)(2) to review procedural issues.  TMEP §714.04; see 37 C.F.R. §2.146(b); TBMP
§1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is $100.  37 C.F.R.
§2.6(a)(15).
 
If the applicant has any questions concerning this final Office action, please call or email the assigned
examining attorney.
 
 
 

/Barbara A. Gaynor/
Trademark Examining Attorney
Law Office 115



571-272-9164
Barbara.gaynor@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

[1]
The Trademark Trial and Appeal Board has stated that decisions designated as not precedential are not binding upon

the Board but may be cited for whatever persuasive value they might have.  TBMP §101.03; TMEP §705.05.
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To: SR Systems, LLC (docketingtm@hdp.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85930193 - ANTI-TORSION -
16318-200017

Sent: 11/6/2015 9:10:22 PM

Sent As: ECOM115@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 11/6/2015 FOR U.S. APPLICATION SERIAL NO. 85930193
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 11/6/2015 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the

mailto:docketingtm@hdp.com
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ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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